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b.) Remarks 

Claims 1-10 are pending in this application. Claims 1 and 7 have been amended 
in various particulars as indicated hereinabove, Claims 2 and 8 have been cancelled. 
Turning first to the Office Action Summary Sheet Claims 1-10 are pending in the 
application. Claims 1-10 are rejected. 

Turning now to the merits, Claims 1-4 and 6-10 are rejected under 35 U.S.C. 
103(a) over Luck et aj, US 5,257,182 in view of Murakami ct al., US 4,639,604. This 
rejection is respectfully traversed on the grounds that Luck et al do not disclose, teach or 
suggest all of the features of amended independent claims 1 and 7. Claims of the present 
invention are different and are patentable. 

For an obviousness rejection to be proper, the Patent Office must meet the burden 
of establishing a prima facie case of obviousness. The Patent Office must meet the 
burden of establishing that all elements of the invention are disclosed in the cited 
publications, which must have a suggestion, teaching or motivation for one of ordinary 
skill in the art to modify a reference or combined references. 1 The cited publications 
should explicitly provide a reasonable expectation of success, determined from the 
position of one of ordinary skill in the art at the time the invention was made. 2 As argued 
below, this burden has not been met. 

Applicant points out that the features of amended claim 1 now are: 



beam, at least one objective, an XYZ stage; 

a scanning module with a gimbal-mounted scanning mirror which guides 
the illuminating light beam as it scans the specimen; 



1 In re Sang Su Ue, 277 F.3d 1338. 61 USPQ2d 1430 (Fed. Cir. 2002). 

2 In re Fine, 5 U.S.P.QJd 1396. 1398 (Fed. Cir. 1988): In re Wikon, 163 US.P.O. 494. 496 (C.C.P.A. 
1970): 

Amgen v. Chugai Pharmaceuticals Co., 927 USP.Q.2d, 1016. 1023 (Fed Cir. 1996): 



a microscope that defines an illuminating light beam and a detected light 
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a detector module having at least one detector; 

a computer system which has a means for calculating signatures of a recorded 
multidimensional image having a number of dimensions between 2 and higher than 3., 
and a means for calculating statistical signature parameters; 

multiple positioning motors and actuators arc provided on the microscope; and 
at least one software module, which supplies to the positioning motors or actuators 
control signals ascertainable from the signature parameters; wherein the software 
module records and observes changes in the signatures, derives signature parameters, 
and ascertains control signals from the signature parameters on the basis of an inference 
method. 

The present invention claims the use of the inference method t hat was described 
in the Specification (paragraphs 0028 - 0047) and is shown in FIG. 5 This.method is 
different from the Boolean logic of the Luck patent and provides advantages in the 
comparison with the method used by Luck et al. The Patent Office alleged on page 4 of 
the Office Action that Luck et al disclose "ascertains control signals from the signature 
parameters on the basis of an inference method (Fig. 5) "(See page 4, lines5 and 16). This 
allegation is wrong. Quite to the contrary, as shown in Figs. 5A - 5C, Luck et al uses 
Gaussian low pass filtering (1 10) and Boolean (220) technique (Col. 8, linel6 to Col. 10, 
line2) . This technique requires the use of a neurocomputer to identify a suspect cell and 
cannot be used to ascertain control signals from the signature parameters. The disclosure 
in Murakami does not supply the missing elements of claim 1 . Applicant asserts that the 
present invention as defined by independent claims 1 is patentable over the cited 
combination of Luck and Murakami, because that the combination does not disclose, 
teach or suggest a microscope that defines an illuminating light beam and a detected light 
beam — wherein the software module records and observes changes in the signatures, 
derives signature parameters, and ascertains control signals from the signature parameters 
on the basis of an inference method. Therefore, the requirement that the combination of 
publications disclose all elements of the invention has not been met by the Patent Office. 
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Moreover, Applicant asserts that Luck et al. 'provides a method and apparatus for 
automating a cell classification process' (see Col. 1, lines 66-67) and cannot be used to 
create a microscope system with which changes in an image content can be monitored 
and determined in a quick and reliable fashion, and on the basis of which the microscope 
system is readjusted. Since the method of Luck cannot be used in the present invention 
as claimed in claim 1, therefore, no suggestion, teaching or motivation for one of 
ordinary skill in the art to modify a publication or combined cited publications could be 
found in the Luck patent or in the Murakami patent. Therefore, the second requirement of 
the prima facie case of obviousness is not met. 

With regard to the third prong of the test, it is only logical to conclude that since 
the combination of Luck and Murakami patents does not disclose all the elements of the 
invention as claimed in amended claim 1, and since no suggestion, teaching or motivation 
could be found in those patents to combine those patents in order to come up with the 
claimed invention, there is no place in neither Luck nor Murakami patents to find any 
mention or suggestion of a reasonable expectation of success. 

Therefore, Applicant asks that the 1 03 (a> rejection on claim 1 be withdrawn. 

With regard to claim 7, Applicant repeats each and every argument presented in 
support of patentability of claim 1 and asserts that claim 7 is non-obvious and patentable 
over the combination of Luck and Murakami for the same reasons. 

Claims 3-6 are dependent on claim 1, claims 9, 10 are dependent on claim 7 and 
are patentable over the cited references in view of their dependence on claims 1 and 7 and 
because the combination of cited patents does not disclose, teach or suggest all elements 
as set forth in claims 3-6 and 9, 10. 

In view of the all of the foregoing, claims 1, 3-6 and 7, 9,10 are in form for 
allowance, which is earnestly solicited. 
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Applicants believe that the present application is in condition for allowance. A 
Notice of Allowance is respectfully solicited. Should any questions arise, the Examiner 
is encouraged to contact the undersigned. 



Respectfully submitted, 



Houston Eliseeva LLP 




Maria M. Eliseeva 
Registration No.: 43,328 



Tel.: 781 863 9991 
Fax: 781 863 9931 



4 Militia Dr., Suite 4 
Lexington, Massachusetts 02421 
Date: December 12, 2006 
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